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REMARKS/ARGUMENTS 

Claims 1-21 are pending in this application. Claims 1-3, 5-10, 12-16, 18, and 19 stand 
rejected. Claims 20 and 21 are new and supported by, for example, by Figure 2- No new matter 
has been added. In view of the preceding amendments and following remarks, reconsideration 
and allowance of all pending claims are respectfully requested. 

Claim Rejections under 35 U.S.C. § 103(a) 

The Office Action dated July 27th, 2005 rejected claims 1-2, 5-6, 8-9, 12-13, 15- 
16, and 18 under 35 USC 103 (a) as being unpatentable over U.S. Patent No. 5,754,013 
("Praiswater") in view of U.S. Patent No. 5,1 18,992 ("Szuba"). Regarding claim 1, Praiswater in 
view of Szuba fails to or suggest producing a signal for driving backlighting in response to the 
continuous feedback signal such that the driving signal drives the backlighting in proportion to 
ambient light 

The Office Action states that Praiswater does not explicitly disclose means 30 as 
continuously measuring ambient light and that Szuba discloses means LS for continuously 
measuring ambient light. The Office Action further states that an obvious modification would 
have provided the Praiswater reference with means LS as taught by Szuba for the stated reason 
that it would have been obvious to one having ordinary skill in the art at the time of applicant's 
claimed invention was made to have provided the Praiswater reference with means LS so as to 
provide means for continuously measuring ambient light. 
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Applicant traverses this assertion because the reasoning is manifestly circular: the 
reason it would be obvious to provide the Praiswater reference with means LS for continuously 
measuring ambient light is because it would provide means for continuously measuring ambient 
light. In response to applicant's arguments, the Office Action states that the advantage of energy 
conservation is a motivation to combine. Applicant traverses the assertion that energy 
conservation is a motivation to combine the references because the motivation is too general 
because it could cover almost any alteration contemplated of Praiswater that would conserve 
energy and does not address why measuring ambient light would be obvious. 

The Office Action cites (old) case law to support, and perhaps illustrate, the 
Office Action's reasoning. In particular, In re Bozek, 163 USPQ 317 (CCPA) 1969, is cited for 
the proposition that 'the conclusion of obviousness may be made from common knowledge and 
common sense of a person of ordinary skill in the art without any specific hint or suggestion in a 
particular reference." (emphasis added.) Recent Federal Circuit cases have modified, if not 
overturned, this line of reasoning. Quoting from Iron Grip Barbell v. USA Sports (Fed. Cir. Dec. 
14, 2004): 



We turn first to a comparison between the prior art and the claimed invention. In this 
inquiry, we are mindful of the repeated warnings of the Supreme Court and this court as 
to the danger of hindsight bias. See, e.g., Graham, 383 U.S. at 36 (consideration of 
secondary factors "serve[s] to guard against slipping into use of hindsight and to resist the 
temptation to read into the prior art the teachings of the invention in issue" (internal 
quotations and citations omitted)); In re Kotzab, 217 F.3d 1365, 1369 (Fed. Cir. 2000) 
("[T]he very ease with which the invention can be understood may prompt one to fall 
victim to the insidious effect of a hindsight syndrome wherein that which only the 
invention taught is used against its teacher." (internal quotations omitted)). We note in 
this respect that the district court's use of an "overall picture" and "common sense 9 ' test 
of obviousness falls squarely into the hindsight trap. See In re Lee, 277 F.3d 1338, 
1345 (Fed. Cir. 2002). 
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(emphasis added,) 

In re Lee addresses Constitutional requirements for USPTO procedures to avoid 
arbitrary and capricious decisions in determining patentability: "the Board must not only assure 
thai the requisite findings are made, based on evidence of record, but must also explain the 
reasoning by which the findings are deemed to support the agency's conclusion." In reLee, 277 
F.3d 1338, 1344, 61 USPQ2d 1430, 1434 (Fed, Cir. 2002). When detennining obviousness, 
"[t]he factual inquiry whether to combine references must be thorough and searching." In re Lee, 
277 F.3d 1338, 1343, 61USPQ2d 1430, 1433 (Fed. Cir. 2002), citing McGinley v. Franklin 
Sports, Inc., 262F.3d 1339,1351-52, 60USPQ2d 1001, 1008 (Fed. Cir. 2001). "It must be based 
on objective evidence of records id. "Broad conclusory statements regarding the teaching of 
multiple references, standing alone, are not f evidence. m In re Dembiczak, 175 F.3d994, 999, 50 
USPQ2d 1614, 1617. "Mere denials and conclusory statements, however, are not sufficient to 
establish a genuine issue of material fact." Dembiczak, 175 F.3d atlOOO, 50 USPQ2d at 1617, 
citing McElmurry v. Ark. Power & Light Co., 995 F.2dl576, 1578, 27USPQ2d 1129, 1131 
(Fed. Cir. 1993). "The Board's findings must extend to all material facts and must be 
documented on the record, lest the Tiaze of so-called expertise, acquire insulation from 
accountability/ 1 Lee, 277 F.3d at 1345, 61 USPQ2d at 1435. 

In In re Kotzab, (Fed. Cir. 2002) court found that there was insufficient evidence to 
show that one system was the same as one sensor. While the control of multiple valves by a 
single sensor rather than by multiple sensors was a "technologically simple concept," there was 
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no finding "as to the specific understanding or principle within the knowledge of the skilled 
artisan" that would have provided the motivation to use a single sensor as the system to control 
more than one valve. 217 R3d at 1371, 55USPQ2dat 1318. (See, MPEP, 2143.01.) Thus, an 
assertion that the claimed invention is within the capabilities of one of ordinary skill in the art is 
not sufficient to establish obviousness. 

In addition to the prior art not suggesting the desirability of the claimed invention, 
the proposed modification renders the prior art unsatisfactory for its intended purpose. The 
intended purpose of the optical feedback system (which is that which is modified by the ambient 
light sensor) is to "maintain!] the backlight intensity while compensating for variations due to 
temperature fluctuations and aging degradation" (3:39-43). The optical sensor (photodiode 30) 
*1s positioned in the backlight cavity of the display" so that it can measure the luminosity of the 
backlight itself without being affected by ambient light, (see 3:36-39) If the modification as 
proposed by the Office action is attempted, the optical sensor is exposed to ambient light and can 
no longer accurately measure the luminosity of the backlight, and in particular, cannot measure 
variations of the backlight due to temperature fluctuations and aging degradation. Thus, having 
an exposed sensor would render the prior art unsuitable for its intended purpose. If the proposed 
modification would render the prior art invention being modified unsatisfactory for its intended 
purpose, then there is no suggestion or motivation to make the proposed modification. In re 
Gordon, 733 F.2d 900> 221 USPQ 1125 (Fed. Cir. 1984). 

Independent claims 8, 15, and 20 are similar to claim 1, albeit different in 
important ways and are submitted to be allowable for at least the reasons by which claim 1 is 
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allowable. Dependent claims are submitted to be allowable for at least the reasons by which the 
claims from which they depend are allowable. 

In view of the foregoing amendments and remarks, all pending claims axe believed to be 
allowable and the application is in condition for allowance. Therefore, a Notice of Allowance is 
respectfully requested. Should the Examiner have any further issues regarding this application, 
the Examiner is requested to contact the undersigned attorney for the applicant at the telephone 
number provided below. 



Respectfully submitted, 



MERCHANT & GOULD P.C. 




-Mark R- Henmngs 0 
Registration No. 48,982 < 
Direct Dial: 206.342.6289 



MERCHANT & GOULD P.C. 
P. O. Box 2903 

Minneapolis, Minnesota 55402-0903 
206.342.6200 



23552 
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